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REMARKS FOR PRE- APPEAL BRIEF REQUEST FOR REVIEW IN TLS. PATENT 
APPLICATION NO, 09/534 J01 FILED ON MARCH 24. 2000 

Pre-appeai brief review is appropriate in this application because the rejections in the 
September 28, 2006 Final Office Action contain clear deficiencies. Dtuui and Kreminic fail to 
teach or suggest a system or method for reconciling a first transaction in a first list with a 
combination of at least two transactions in a second list, as recited in independent claims 1, 6, 
and 1 5, and thus prima facie obviousness required by MPEP §2143.03 has not been established. 

Claims 1-54 were rejected under 35 USC § 103(a) as allegedly being unpatentable over 
Dunn in view of Kreminic. This rejection is respectfully traversed. 

The independent claims 1, 6, 14, 15, 20, 21, 26, 33, 34, 39, 40, 43, 49, 50, and 54 
generally recite methods, systems, and computer products for reconciling a transaction in a first 
list with a combination of at least two transactions in a second list, each transaction having a 
value. As further claimed, the method "determine[s] whether the value of the first transaction 
corresponds to a combination of the values of a subset of transactions in the second list* 7 

The Examiner has made a conclusion, based on the fact that Applicants had previously 
filed a declaration under 37 CFR 1.131 to swear behind the Checkfree reference (cited in the 
Office Action dated August 15, 2005), that any aspect of Applicants' invention not specifically 
mentioned in the 1.131 declaration must be an obvious variation of the Kreminic reference. 
This is not correct. Rather, as stated in MPEP 715.02, "a 37 CFR 1.131 affidavit is not 
insufficient merely because it does not show the identical disclosure of the reference(s) or the 
identical subject matter involved in the activity relied upon. If the affidavit contains facts 

1 

U.S. Fatem Application No- 09/534,20 1 

(Remarks for Pre- Appeal Brief Request for Review) 

163 1 9/0476(VDOCS/l 665133.2 

PAGE 6/12 * RCVD AT 1 1/6/2006 8:24:44 PM [Eastern Standard Time] * SVRiUSPTO-EFXRF-1/6 * DNIS:2738300 * CSID:6509335200 * DURATION (mm-ss):0340 



NOV-06-06 • 05:25PM FROM-Fenwick & West Mountain View 



650 938 5200 



T-203 P. 007/01 2 F-374 



showing a completion of the invention commensurate with the extent of the invention as claimed 
is shown in the reference or activity, the affidavit or declaration is sufficient, whether or not it is 
a showing of the identical disclosure of the reference or the identical subject matter involved in 
the activity." Thus, the determination of whether a 1 . 1 3 1 declaration is sufficient depends on the 
reference it is swearing behind. First, Applicants used the 1,131 declaration to swear behind 
Checkfree, The Examiner correctly determined that the declaration was sufficient to swear 
behind Checkfree, as the declaration contains facts commensurate with the extent of the 
description set forth in Checkfree. 

Now, in examining whether Dunn and Kreminic are sufficient to render the invention 
obvious under 35 USC § 103(a), a separate determination takes place. As the MPEP makes 
clear, the determination of sufficiency of a L 1 3 1 declaration depends on the showing made in 
the reference the Applicant is swearing behind. The determination of whether a different 
reference renders an invention unpatentable under 35. USC § 103(a) is not the same thing. First, 
Applicants are not swearing behind Dunn and Kreminic. As such, Applicants* prior declaration 
under Rule H3 1 to swear behind Checkfiee is simply not pertinent to the determination whether 
Dunn and Kreminic render the invention obvious under 35 USC § 1 03(a). 

Moreover, even the standard for swearing behind under 35 USC § 102(a) is different 
from the standard of swearing behind under 35 USC § 103(a). See 1-3 Chisum on Patents § 
3.08 (2006) (citing In re Tanczn, 347 F.2d 830, 146 USPQ 298 (CCPA 1965)) ("When a 
rejection under 35 U.S.C. § 102(a) is involved, we have held that 'under the law all the applicant 
can be required to show is priority with respect to so much of the claimed invention as the 
reference happens to show.\. .A different situation may prevail when the rejection is based upon 

2 

U,$. Pwcm Application No. 09/534,201 

(Remarks for Pro-Appeal Brief Request for Review) 
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35 U.S.C. § 103. In such a case the purpose of an affidavit is to establish that the claimed 
invention was made by the applicant before the effective date of a reference relied upon to that 
the invention was obvious/') 

Kreminic and Dunn do not teach all the limitations of the claims. With regard to claims 
1 , 6 and 1 5, as the Examiner correctly acknowledges, Dunn does not discuss matching a 
transaction from a first list to a subset of transactions from a second list. With regard to claim 
14, Dunn also does not discuss the matching of multiples or combinations (many-to-many). 
Dunn describes only one-to-one matching. 

Kreminic does not remedy these deficiencies. With regard to claims 1, 6 and 15, 
Kieminic has only one pertinent sentence: "this software allows matching multiple transactions 
to a summary transaction, thereby reducing the number of unmatched items that require 
research." At most, Kreminic discusses the software's desired outcome, not any techniques to 
obtain the outcome. There is no description whatsoever of particular steps, methodology, or 
architecture for achieving these goals. Specifically, there is no discussion of a system or method 
for reconciling a first transaction in a first list with a combination of at least two transactions in a 
second list. 

Moreover, Kreminic does not provide screenshots, code or any sort of documentation as 
to what the software could or could not accomplish or how any such operations were performed 
when the article was published. It is not clear where the system was in its development at the 
time the article was published- The article indicates that the system was still in the process of 
being developed: "In the future, we intend to expand the capabilities of this system for 
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(Remarks far Pt*> Appeal Brief Request for Review) 
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maintaining and controlling various suspense [sic] accounts." Kreminic simply does not disclose 
what the system could do or how it operated when the article was published. 

Furthermore, such details are not the proper subject of official notice of facts not in the 
record or "common knowledge", as discussed in MPEP 2144,03, As such, the Examiner's 
statement that "search/matching algorithms are old and well-known in the art and have been 
explained and discussed for [sic] in text books as one of the fundamental coding principles*' 
cannot be used as evidence of obviousness. 

In addition, claims 6 and 15 contain detailed descriptions of how the method reconciles 
one-to-many transactions; this discussion is not present in either Dunn or Kreminic. The 
Examiner has not shown where the numerous elements of these claims are found in the 
references. 

The Examiner states that the Kreminic article teaches "one-to-many and many-to-many 
searching/matching dgorithms." This is not clear from the Kreminic article. Kreminic simply 
does not disclose how the matching is carried out. Claim 14 recites specific steps and elements 
for performing the reconciliation, many of which are not disclosed by Kreminic For example, 
claim 14 recites such specific steps as "combining the obtained transactions to generate first 
value", "determining whether the first value corresponds to a combination of the values of a 
subset of transactions in the second list", and Responsive to the first value corresponding to the 
combination of values, indicating a match between the first combination and the subset of 
transactions." None of these specific steps and limitations is taught by Kreminic. Rather, 
Kreminic discloses little more than the desired goal of performing many-to-many item matching, 

4 

U.S. Patem Application No. 09/534>20l 

(Remarls for Pre- Appeal Brief Request for Review) 
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without any indication of how such a goal is accomplished or what steps were performed by the 
software at the time the article was written. 

The dependent claim$ also recite additional features and limitations that are not taught or 
suggested by Dunn or Kreminic. The claims that are dependent on claims 1 , 6, and 15 specify 
how to perform the method in great detail. 

To establish prima facie obviousness of a claimed invention, all claim limitations must be 
taught or suggested by the prior art. See MPEP §2 1 43 .03 . The statement that 'the Examiner 
can think of only two ways to perform one-to-many matching", and the attendant illustration on 
page 8 of the Office Action, are simply not a proper prior art reference or common knowledge, 
as discussed in MPEP 2144.03. Thus, no reference has been provided over the past six years, 
despite many opportunities for searching, that hints or suggests the specific limitations of the 
claimed invention necessary for an obviousness rejection under MPEP §2143.01, 

Therefore, it is respectfully requested that the final rejections of claims 1-54 be 
withdrawn. 



Respectfully submitted, 
David R. Larsen 



Dated: November 6, 2006 




Brenda M. Simon, Reg. No. 48,449 



Fenwick & West LLP 
801 California Street 
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Tel.: (650)335-7198 
Fax: (650)938-5200 
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